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THIS DISPOSITION IS July 25, 2006

NOT CITABLE AS Bucher
PRECEDENT OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

I n re Congol eum Cor porati on

Serial No. 78239930

Ant hony F. Lo G cero of Amster Rothstein & Ebenstein LLP
f or Congol eum Cor por ati on.

I di Aisha Cark, Trademark Exam ning Attorney, Law Ofice
101 (Ronald R Sussman, Managi ng Attorney).

Bef ore Hohei n, Bucher and Wal sh, Adm nistrative TrademarKk
Judges.

Opi nion by Bucher, Adm nistrative Trademark Judge:

Congol eum Cor por ati on, seeks registration on the
Princi pal Register of the mark PACESETTER (in standard

character form for goods identified in the application as

foll ows:
“plastic floor covering having a water
resi stant, snmooth or enbossed surface in
rolls or tiles” in International C ass 27.1
! Application Serial No. 78239930 was filed on April 21, 2003

based upon applicant’s allegation of a bona fide intention to use
the mark in commerce. An anendnent to allege use (AAU) was fil ed
on July 15, 2003, alleging first use anywhere and first use in
commerce at |east as early as June 10, 2003.
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This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
regi ster applicant’s mark based upon Section 2(d) of the
Trademark Act, 15 U S.C. § 1052(d). The Trademark
Exam ni ng Attorney has found that applicant’s mark, when
used in connection with the identified goods, so resenbles

the mark shown bel ow

' ™

THE

PACESETTER

CORPORATION

which is registered for

)

. A

“hone i nprovenent products — nanely,

al um num st orm wi ndows and doors,

repl acenent prinme w ndows, w ndows, doors,
pati o covers, and porch and patio

encl osures” in International Cass 6,% and

“installation of stormw ndows and doors,
repl acenent prinme w ndows, w ndows, doors,
awni ngs, patio covers, and porch and patio
encl osures” in International Cass 37,3

2 Regi stration No. 1136007 issued on May 27, 1980, having
clainms of first use anywhere and first use in conmerce at | east
as early as July 14, 1978; Section 8 affidavit accepted (six-
year) and Section 15 affidavit acknow edged; renewed.

3 Regi stration No. 1146284 issued on January 20, 1981, having
clainms of first use anywhere and first use in comerce at | east
as early as July 14, 1978; Section 8 affidavit accepted (six-
year) and Section 15 affidavit acknow edged; renewed.
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as to be likely to cause confusion, to cause m stake or to
decei ve.

Applicant and the Trademark Exam ning Attorney have
fully briefed this appeal, but applicant did not request an
oral hearing. W affirmthe refusal to register.

Applicant argues that confusion is not likely due to
differences in the sight, sound and neani ng of the
respective marks, as well as differences between its goods
and the cited goods and services. By contrast, the
Trademar k Exami ning Attorney contends that applicant’s mark
is identical to the domnant termin registrant’s mark
that applicant’s goods are related to registrant’s goods
and services, and that they are available within the sane

channel s of trade.

Preliminary matter

Attached to the initial Ofice action was a copy from
the United States Patent and Trademark O fice (USPTO
records of a then-pending application for the mark
PACESETTER WEATHERMASTER EXTERIOR WALL SYSTEM, al so
owned by registrant. The Trademark Exam ni ng Attorney
failed to make any nmention of this application in that

O fice action, and this application later matured into
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Regi stration No. 2862273. In her appeal brief, the
Trademar k Exam ning Attorney was trying to rebut the
position of applicant that the term *“Pacesetter” is a
relatively weak mark because of the frequency with which it
appears in third-party registrations, when she stated as
fol |l ows:

Moreover, as to the matter of the strength
of the term PACESETTER in the rel evant

mar ket pl ace, it bears noting that the

regi strant owns two other registrations with
the sanme dom nant elenent for simlar goods,
towit: US. Registration No. 1483393 [sic
1483993] for the mark PACESETTER (Typed
Mark) for “w ndows and doors made primarily
of nmetal”; and U. S. Registration No. 2863373
[ sic 2862273] for the mark PACESETTER
WEATHERVASTER EXTERI OR WALL SYSTEM ( Typed
Mark) for “non-netallic exterior wall
systens and coating systens conprised of

pol yvi nyl chloride vinyl siding over
contoured pol ystyrene.” The exam ni ng
attorney has attached these registrations
and asks the Board to take judicial notice
of the existence of the sane.

Unfortunately for the Trademark Exam ning Attorney,
i nasnmuch as the Board does not take judicial notice of
applications and registrations residing in the records of
the United States Patent and Trademark O fice (USPTO, we
deny the request of the Trademark Exam ning Attorney that
we judicially notice the properties belatedly nentioned in

her appeal brief.
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Analysis: Likelihood of Confusion

Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the issue of I|ikelihood

of confusion. Inre E. |I. du Pont de Nemours & Co., 476

F.2d 1357, 177 USPQ 563 (CCPA 1973). In any I|ikelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel ationship of the

goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

The marks

We turn first to the du Pont factor focusing on the
simlarity of the marks in their entireties. W nust
consi der whether the marks are simlar in sound,

appear ance, neaning, and comrercial inpression. Palm Bay

| nports Inc. v. Veuve dicquot Ponsardin Mai son Fondee En

1772, 396 F.3d 1369, 73 USPQ2d 1689 (Fed. Cir. 2005).

As to appearance, the Trademark Exam ning Attorney
argues that the dom nant el enent of registrant’s mark, and
hence, the portion to be accorded greatest weight in
determning |ikelihood of confusion, is the term

PACESETTER, inasnmuch as it appears in a large, bold font.
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Appl i cant, however, focuses on the large, stylized letter
“P” and “the bul ky word CORPORATION' to support its
argunment that when truly conpared in their entireties, the
marks are sufficiently different in appearance to avoid a
I'i keli hood of confusion.

As to sound, applicant argues that registrant’s cited
mark i s phonetically distinguishable fromapplicant’s mark
since registrant’s mark begins with the letter “P” and
i ncludes “the long and cunbersone word CORPORATION.” On
t he other hand, the Trademark Exam ning Attorney contends
that the term PACESETTER is the portion of the conposite
that consuners would use to call for registrant’s goods and
servi ces.

As to meaning and commercial inpression, applicant
argues as foll ows:

As applied to Applicant’s flooring, the word
PACE clearly refers to “a manner of wal ki ng;
tread.” See Merriam Wbster's Coll egi ate
Dictionary (10'" Ed. 1997). Applicant’s
flooring is so confortable, attractive and
easy to maintain that it will enliven and

i nvigorate the consuner’s wal k, providing
himor her with a greater feeling of agility
and happiness. This feeling of ease and
agility is underscored by the clean,

unador ned presentation of Applicant’s Mark.
By contrast, in the Cted Marks, due to the
use of the word CORPCORATION, the enphasis is

on the conpany providing the products,
rather than the product itself. The conpany

- 6 -
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is relying upon its reputation as a pace, or

trendsetter, rather than touting the

attributes of the particular products

of fered under the Mark. The difference is

further enphasized by the bold and brassy

i npression of the Cted Marks, created by

the enphatic use of the letter “P.”
Applicant’s brief, pp. 4 — 5.

The Trademark Exam ning Attorney argues that
applicant, with this analysis, has inproperly dissected
registrant’s mark, when it should be considered inits
entirety. Furthernore, she argues that inasmuch as the
average consuner is not likely to recall the slight
di fferences between the marks, the focus of our analysis
must be on the recollection of the average purchaser who
normal ly retains a general rather than specific inpression
of trademarks. Chenetron Corp. v. Mrris Coupling & C anp
Co., 203 USPQ 537 (TTAB 1979); TMEP 81207.01(b).

We agree with the Trademark Exam ning Attorney that
these two marks are confusingly simlar.

As to connotation and conmercial inpression, we are
not convinced by applicant’s tortured expl anation that
“Ia]lpplicant’s flooring is so confortable, attractive and
easy to maintain that it will enliven and invigorate the

consuner’s wal k, providing himor her with a greater

feeling of agility and happiness” and that “[t]his feeling
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of ease and agility is underscored by the clean, unadorned
presentation of Applicant’s Mark.” Rather, we find that

t he term PACESETTER conveys the sanme connotation in
applicant's mark as it does in the cited registrations.

Mor eover, as to appearance, inasnmuch as applicant’s
mark is presented in standard character form it could well
be presented in a specialized font identical to the term
PACESETTER in the cited registration. Wile it is true
that the registered mark has the letter “P,” it serves to
accentuate the first letter of the nobst prom nent word,
PACESETTER. W agree with the Trademark Exam ni ng Attorney
that the words “THE’ and “ CORPORATI ON' are | ess significant
given the smaller relative size of this lettering and that
these words nerely suggest sonething about the nature of
registrant’s entity w thout addi ng anything of
di stinctiveness.

As to the way potential consunmers would call for the
respective marks, it is clear that the identical term
PACESETTER, wi Il necessarily be relied upon in both cases.

Finally, whether spoken or viewed, we find that both
marks, in their entireties, create the sanme commerci al

i mpr essi on.
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Accordingly, we find that these marks are quite
simlar as to sound, appearance, connotation and conmerci al

i mpr essi on.

The number and nature of similar marks

As to the du Pont factor focusing on the nunber and
nature of simlar marks in use on simlar goods, applicant
ar gues

...that the scope of protection afforded

mar ks contai ning the word PACESETTER shoul d
be relatively narrow, and that slight
differences in the Marks shoul d be enough to
prevent |ikelihood of confusion. Reference
is made to 22 other registered marks and one
publ i shed mark which contain the PACESETTER
el ement. These Registrations illustrate the
narrow scope of protection afforded to the
Cited Marks and the recognition given by the
Trademark O fice of the public’s ability to
di stingui sh anong relatively close marks in
this area, thus negating the |ikelihood of
conf usi on.

Applicant’s appeal brief, pp. 6 — 7. Applicant then

proceeded to list the registrations® and attached to its

4 (1) Registration No. 2532092 for the mark PACESETTER
covering financial and investnment services in the fields of
securities, private equity financing, venture capital
i nvestment, and portfolio managenent;

(2) Registration No. 2425241 for the mark PACESETTER
PLUS covering autonobile and truck tires;

(3) Registration No. 1852339 for the mark PACESETTER
covering commercial tunbler |aundry dryers;

(4) Registration No. 2065344 for the mark PACESETTERS
covering paper goods and printed matter, nanely,
newsl etters advi sing of successful use of technologies in

- 9-



Seri al

No. 78239930

t he expl oration, production, transportation, processing,

di stribution and end product use of natural gas excluding
printed material relating to annual conferences of oil and
gas industry representatives;

(5 Registration No. 1709178 for the mark PACESETTER
covering el ectronechani cal control apparatus and conputer
prograns used in the operation of box manufacturing
machi nes;

(6) Registration No. 2638896 for the mark PACESETTERS
covering educational services, nanely, conducting
wor kshops, sem nars and course of instruction for
sharpening selling skills of real estate consultants;

(7) Registration No. 2588544 for the mark PACESETTERS
| NTERNATI ONAL covering evangelistic and m nisteri al
servi ces;

(8) Registration No. 0621215 for the mark PACESETTER
covering sewi ng machi nes and el ectric sewi ng nmachi nes for
househol d and industrial uses, and parts of such sew ng
machi nes;

(9) Registration No. 2266046 for the mark PACESETTER
covering generator for golf carts and el ectronic braking
mechani sm [since cancell ed under Section 8]

(10) Registration No. 2149708 for the mark PACESETTER
covering hair care preparations, nanely, shanpoos,
condi tioners and styling gels, deodorant, antiperspirant,
hand and body soaps, bubbl e bath, body wash, shower and
bath gel, nail polish renmover, petroleumjelly for cosnetic
pur poses, shower and bath powder, hand and body cream cold
cream hand and body | otion, hand and body oil, anal gesic
and vapori zi ng bal ns;

(11) Registration No. 1868181 for the mark PACESETTER
covering inflatable boats and boat accessories; nanely,
rope sold together with inflatable boats; air punps for
i nfl atabl e boats; boat repair kits consisting of vinyl
sheets, vinyl cenment and blister cards for repair of
i nfl atabl e boats; and boat patch kits consisting of
adhesi ve vinyl patches and blister cards for repair of
i nfl at abl e boats; paddl es and oars;

(12) Registration No. 2344511 for the mark PACESETTER
covering pronoting the goods and services of others by
affixing client's logos to nerchandi se and providi ng
busi ness managenent assistance with regard to the
di stribution of the nerchandise to end users;
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brief copies of the registrations taken fromthe el ectronic
records of the USPTO
In response, the Trademark Exam ning Attorney argues
t hat
...nhone of the noted registered marks apply
to the types of goods or services the

applicant and the regi strant have
identified. Therefore, the scope of

(13) Registration No. 1098038 for the mark PACESETTER
covering nedical instrunents-nanely, devices inplantable in
a living body and rel ated instrunents;

(14) Registration No. 2577506 for the mark THE
| NDUSTRY PACESETTER covering services relating to satellite
comuni cations and m crowave networki ng systens/services,
nanely digital and anal og transm ssion of audio, visual,
and data signals via satellite;

(15) Registration No. 1595228 for the mark PACESETTER
|V covering tires;

(16) Registration No. 2296376 for the mark PACESETTER
STEEL SERVI CE & Design coveting hot rolled steel, cold
rolled steel, and coated rolled steel;

(17) Registration No. 1315261 for the mark PACESETTER
for offset printing inks; [since cancelled under Section 8]

(18) Registration No. 1433592 for the mark PACESETTER
SOFTWARE covering conputer prograns recorded on nmagnetic
disc for use in the field of business nanagenent;

(19) Registration No. 2747163 for the mark NORDSTROM
PACESETTER covering credit card services;

(20) Registration No. 2031195 for the mark PACESETTER
covering tenporary help services, nanely furnishing of
enpl oyees on a contract basis to persons or places of
busi ness requiring part-time or tenporary hel p, including
skilled and unskilled industrial and construction workers;

(21) Registration No. 0992060 for the mark PACESETTER
covering w ping towels;

(22) Registration No. 1248850 for the mark PACESETTER
covering Electrical wet cell storage batteries; and

(23) Registration No. 2755986 for the mark PACESETTER
covering award prograns for honoring professionals in the
cust om bui | di ng busi ness.
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protection sought herein is sufficiently

narrow in that only applications identifying

rel ated goods, such as the applicant’s,

woul d be estopped fromregistration.
Trademar k Exam ning Attorney’s brief, p. 8.

Al t hough these copies of third-party registrations
were not tinmely submtted, the Trademark Exam ning Attorney
did not object to themas untinely under TM Rule 2.142(d).

I nstead, she has treated themas if they had been nade part
of record in a tinmely manner, so we too will consider them

To the extent the third-party registrations are for
rel ated goods, they may well indicate, as would dictionary
entries, that the involved tern(s) nmakes the conposite term
suggestive. However, on the nerits of this show ng, we
have to agree with the Trademark Exam ning Attorney that
“ ...none of the noted registered marks apply to the types
of goods or services the applicant and the regi strant have
identified.”?

Accordingly, we find that registrant’s mark is not so

weak in the area of hone inprovenent products that it

should be limted only to a very narrow scope of

° We al so cannot help but notice that applicant’s |ong
[isting did not include any of the PACESETTER registrations where
the mark is indeed used in connection with hone inprovenent
products — all of which are owned by registrant: Reg. Nos.
1136007, 1146284, 1483993, 1491510 and 2862273.

- 12 -
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protection, and thus this factor too favors the position

t aken by the Trademark Exam ning Attorney.

Relationship of the Goods:

We turn then to the du Pont factor focusing on the
relationship of the goods and/or services as described in
the application and registration.

In support of its position that the goods are not

related, applicant cites to In re Anmerican Oean Tile

Conpany Inc., 1 USPQ2d 1823 (TTAB 1986). However, while

that case clearly states that there is no per se rule that
all building construction goods are related, the case al so
notes that “no evidence was introduced during prosecution
of the case” (ld. at 1824, enphasis supplied) and that
applicant’s specinmens of record denonstrated that ceramc
tiles would |Iikely be purchased and installed by
sophi sti cated purchasers, who would be nost famliar with
t he separate manufacturing sources of those different
products. 1d. at 1825 — 26.

The Trademark Exam ning Attorney has introduced into
the record six use-based third-party registrations (tw of
whi ch are owned by the sane entity) showing entities that

have used the sane product mark on w ndows, doors and
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flooring, or as a service mark for the manufacture, repair

and nmmi nt enance of the sane:*®

HARO for inter alia “building materials,
nanely, ...non-netal w ndows, non-netal
doors, ...parquet wood strips, parquet

wood floors, wood flooring, gymasium

wood flooring, |amnate wood fl ooring,
" in International dass 19; and

[inoleum 1inoleumand vinyl floors;

floor coverings of cork, rubber,

pl astics, or substitutes therefor;

gymasi um fl ooring of cork, rubber,

pl astics or substitutes therefor;

| ami nate flooring of cork, rubber,

pl astics or substitutes therefor;

insulating vinyl floor coverings . in

| nternati onal dass 27:°

For “repair and maintenance of rolling
\, netal doors, glass doors, w ndows, ...
\”" flooring .” in International C ass
\mmnm' 37,°

MAINTENANCE

bdaira Door. in:

6 The Trademark Exami ning Attorney also included in the

record six additional third-party registrati ons based on Section
44(e) of the Act, which of course, have absolutely no probative
value as to trade channels in the United States: specifically,

t hese included Registration Nos. 2136493, 2501276, 2495400,
2577195, 2706322 and 2706329.

! Regi stration No. 2322050 issued to Hanberger |ndustriewerke
GnbH, a German corporation, on February 22, 2000 clainng first
use anywhere and first use in conmerce on the goods in
International Class 19 at least as early as May 1998, first use
anywhere and first use in conmerce on the goods in Internationa
Cass 27 at least as early as January 1996. Section 8 affidavit
accepted (six-year) and Section 15 affidavit acknow edged.

8 Regi stration No. 2714912 issued Metro Door, Inc. on May 13,
2003 claimng first use anywhere and first use in commerce at

| east as early as May 31, 2000. The words “USA FACI LI TIES

MAI NTENANCE” and “DOOR INC.” were disclainmed apart fromthe mark
as shown.
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For “ ...wood tile floors, not of
netal; ...concrete building el enents,
nanely beans, blocks; tiles for
bui I di ng, nanely, non-netal roofing
tiles, tiles of gypsumfor wall, floor
and ceiling; ..prefabricated non-netal
bui |l di ngs; building glass for w ndows
and doors, not of netal; doors, not of
nmet al ; wi ndows, not of netal .” in

| nternati onal dass 19:°

DRAGON

H.J. MARTIN AND SON for inter alia “residential and
commerci al flooring, nanely, wood

tiles, ceramc tile, and natural stone
tile; architectural hardware nanely,
wood doors and franes; w ndow gl ass
and gl ass and plastic glazing for
interior and exterior w ndows; drywall
for interior walls and partitions,
drywal | soffits and ceilings; wood

[ aminate flooring” in International

d ass 19; 10

For inter alia “residential and
commerci al flooring, nanely, wood

¢ tiles, ceramc tile, and natural stone
tile; architectural hardware nanely,
wood doors and franes; w ndow gl ass
and gl ass and plastic glazing for
interior and exterior w ndows; drywall
for interior walls and partitions,
drywal | soffits and ceilings; wood
laminate flooring” in International
dass 19; ' and

o Regi stration No. 2587370 issued to Beijing New Buil ding
Materials Co., Ltd. on July 2, 2002 claimng first use anywhere
at least as early as May 11, 1983 and first use in comerce at

| east as early as June 15, 1999.

10 Regi stration No. 2687956 issued to H J. Martin and Son,

Inc. on February 18, 2003 claining first use anywhere at | east as
early as 1931 and first use in conmerce at |least as early as
1978.

1 Regi stration No. 2687959 al so issued H J. Martin and Son
Inc. on February 18, 2003 claining first use anywhere at |east as

- 15 -
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For “custom manufacture of roof
s I o ': K trusses, wall panels for new
construction, floor trusses, doors and

wi ndows” in International dass 40.%?

These third-party registrations, which are based on
use in conmerce, and which individually cover a nunber of
di fferent goods and services, provide sone support for the
Trademar k Exam ning Attorney’s position that w ndows and
doors as well as flooring materials are rel ated because
t hey show that these goods and invol ved services have been
regi stered by the same source under the same mark. See In

re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB

1988) [Although third-party registrations “are not evidence
that the marks shown therein are in use on a comerci al
scale or that the public is famliar with them [they] may
have sone probative value to the extent that they may serve
to suggest that such goods or services are the type which
may emanate froma single source”]. See also In re Al bert

Trostel & Sons Co., 29 USPQR2d 1783, 1786 (TTAB 1993).

Wil e applicant’s goods clearly do not overlap with
regi strant’s goods and services, we conclude fromthese

third-party registrations that throughout their product

early as 1931 and first use in conmerce at |least as early as
1978.

12 Regi stration No. 2720028 issued Carolina Holdings, Inc. on
May 27, 2003 claimng first use anywhere and first use in
commerce at |east as early as Decenber 2000.

- 16 -
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lives (e.g., manufacture, sale, maintenance and repair),

w ndows, doors and flooring naterials are handl ed by the

sane entities, using the sane trademarks and service marks.
Accordingly, given this relationship of applicant’s

goods to registrant’s goods and services, this du Pont

factor too favors the position taken by the Trademark

Exam ni ng Attorney.

Channels of trade

We turn then to the simlarity or dissimlarity of
est abli shed, |ikely-to-continue trade channels. Although
the Trademark Exam ning Attorney failed to place into the
record any evidence to show that these respective goods
woul d be sold in the sane section of hone inprovenent
stores, or that they would be advertised or sold side-by-
side, it is clear to us fromthe very nature of the
respective goods that they would be found for sale at the
sanme hone inprovenent stores and buil ding supply outlets,
and that they would be avail able at such retail centers to

the ordinary “do-it-yourself” consuners.”

Conclusions

In conclusion, the record is sufficient to support

the conclusion that there is a |likelihood of confusion
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herein, nanely, that applicant’s mark is quite simlar
to registrant’s cited mark, that PACESETTER is not a
weak mark in the area of hone inprovenent products, that
applicant’s goods are deened to be related to

regi strant’s goods and services, and that they would
flow through the sane channels of trade to the sane

group of ordinary consuners.

Deci sion: The refusal to register under Section 2(d)

of the Lanham Act is hereby affirned.



